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1- INTRODUCTION 

Distinctiveness which is one of the positive substantive conditions of trademarks appears in both intrinsic and 
acquired ways. Trademarks are divided into five categories in terms of differentiation. Generic marks, suggestive 
marks, arbitrary marks, fanciful marks and descriptive marks. 

Generic marks are not protected by US courts. However, according to Article 7(3) of the European Union 
Trademarks Law, generic marks can be protected as well as descriptive marks, if the secondary meaning is proven. 
Suggestive, arbitrary and fanciful marks are also inherently distinctive and are protected upon first market entry. 
Descriptive marks cannot be registered and supported by themselves, and for support, they will need to acquire 
distinctiveness (secondary meaning). 

In some legal systems, including the United States and the European Union and its member states, the concept 
of acquired distinctiveness has been recognized. In these systems, it is possible to register descriptive signs that have 
been distinguished through use. 

Some non-traditional marks, in certain legal systems, are protected solely on the basis of acquired distinctiveness 
and cannot be inherently distinctive. For example, we can refer to the signs of scent in America. 

JNon-traditional signs, or in other words non-conventional signs that are not visually visible, include sound, 
smell, taste and touch. In other words, sensory signs other than the category that can be seen with the eyes are included 
in this category. In the current legal system of Iran, in accordance with the law on patents, Industrial Designs and 
Trademarks approved in 2006, it is basically impossible to register invisible marks. Therefore, due to the lack of a 
legal element, examining the acquired distinctiveness of this category of signs before the amendment of the law will 
be counterproductive. But considering that trademarks are becoming more popular day by day and the legislator may 
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amend the law in the near future and change the definition of a trademark from “any visible sign” to “‘any sign’’, there 
is also a need to acquainting with the new issues raised in the world and approaching the international community, 
prompted the authors to investigate this group of symptoms in the two major systems of the world. 

In the previous works, including the article “Comparative examination of the substantive conditions of 
trademarks with emphasis on colour and three-dimensional marks”, the issue of colour and three-dimensional marks 
of modern marks has been discussed in general. In the article “Protection of trademarks against unfair competition”’ 
it is also briefly mentioned that when it is not possible to apply special intellectual property rights due to the lack of 
registration or lack of protective conditions, the rights to prohibit unfair competition as a supplement to special rights 
is used. It is also mentioned in the book “Virtual Space Laws” that considering the developments that have occurred 
in the field of information technology, the trademark can be visual, auditory or musical. In a way that differentiates 
the products of a company from other companies. Also, in the article “acquired distinctiveness of trademarks and its 
criteria with a comparative view of the systems of the United States, the European Union and Iran”’ the issue of what 
is acquired distinctiveness and its criteria has been examined and discussed. Therefore, the current article is innovative 
compared to the previous works, as it examines the category of unconventional non-visual signs, among the new signs 
discussed in the world, with an emphasis on the acquired distinctiveness feature in particular. 

The current research examines each of these signs in four main sections, i.e. sound, scent, taste and touch, and 
under each section, examines the current situation in the two systems of the United States and the European Union in 
two paragraphs. Finally, by presenting a summary and suggestions to amend the existing laws, it aims to take a step 
forward in advancing the country’s economic goals as much as possible. 


2- PURPOSE 

Considering that now days new signs have been favored by many producers and players in the world’s economic 
arena, and they seek to use the most unique and up-to-date signs in order to acquire and dominate the world markets 
as much as possible, and considering that non-conventional non-visual signs are the latest and the most unique 
category of new marks are, the purpose of this research is to investigate the possibility of supporting unconventional 
non-visual trademarks, i.e. sound, scent, taste and touch marks with acquired distinctiveness or secondary meaning in 
the systems of the United States and the European Union. 

Also, the implicit goal of the present research is to investigate whether it is possible to open the way for the 
protection and registration of such signs in our country, Iran, by amending the existing law. 

And finally, some suggestions are made to amend the existing law to keep pace with global community and to 
progress as much as possible in the economic field. 


3- METHODOLOGY 


This research was done with analytical-descriptive method and library approach. 


4- FINDINGS 

In the United States, scent and flavor marks are only registrable with acquired distinctiveness, but there is 
currently no registered example of a flavor mark. Regarding tactile signs, although they can be registered with both 
distinctions, there is currently no active registration example that has a secondary meaning. 

The applicant bears the burden of proving the existence of acquired distinctiveness in the applied mark in both 
studied systems. 

Also, the sufficiency or insufficiency of the evidence presented to prove the existence of the secondary meaning 
depends on the specific circumstances of each case and the opinion of the hearing court. 

During the current research, we found that today in the world, the discussion is about non-traditional, non-visual 
trademarks, however, according to the definition of trademarks in the law, these types of trademarks cannot be 
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registered and protected in our country, it is appropriate that the Iranian legislator also paying attention to the issues 
of the day will amend the law and pave the way for the use and support of such signs. 

Therefore, in the present research, by presenting a proposed article, an attempt was made to take a step to amend 
the existing law and get closer to the international community before the new draft of the trademark law goes into 
effect. 


5- CONCLUSION 

Non-traditional non-visual trademarks can be registered by showing acquired distinctiveness in both studied 
systems. Although due to the requirement in the Guidelines for Examination of European Union Trade Marks, invisible 
signs are currently not registered at the level of the union, but we hope that by amending the guidelines in this regard, 
we will see the registration of this category of signs as well. 

In the United States, aroma and flavor marks are registrable only with acquired distinctiveness; However 
currently there is no registered sample regarding taste marks. Regarding tvtile signs, although they can be registered 
with both distinctions, there is currently no active registration example that has a secondary meaning. 

What was implicitly mentioned during the research, and its investigation is necessary in the feasibility of 
registration non-conventional invisible signs, is the adequacy of the criteria for verifying the existence of acquired 
distinctiveness or the same evidence that is shown to acquire secondary meaning. It seems that in both systems, the 
sufficiency or lack of the provided evidence depends on the specific circumstances of each case and the opinion of the 
hearing court. 

Another important issue that should not be neglected is the burden of proving the existence of secondary 
meaning. This research shows that in both systems, it is the responsibility of the applicant to prove the existence of 
acquired distinctiveness. 

The important issue raised in this research is that the existing law is not up-to-date with the current needs and 
economy of the society. In today’s world, the discussion is about non-traditional non-visual trademarks. Although 
some of them, such as the taste mark, have not been registered yet, it was observed that due to the increasing interest 
and attention to trademarks, in the very near future, the registration of this type of mark will also be realized. Although 
some business owners use them. Therefore, it is appropriate for the Iranian legislator to amend the law by paying 
attention to the issues of the day and open the way for the protection of invisible trademarks. 

What is more, the definition of trademark in the former law (Article 1 of the Trademark and Patent law approved 
in 1310) shows that the legislator of 1310 had a more progressive view of trademarks, and this backward step by the 
current legislator is worthy of criticism and regret. 

The importance of this suggestion increases by looking at the new draft of the trademark law in 1400, because 
its article 105 (Article 105 of the Industrial Property Protection Plan (Patents, Industrial Designs and Trademarks 
approved in 1400), namely the text of Article 30 of the current law (Article 30 of the law on Patents, Industrial Designs 
and Trademarks (1386) has been repeated in this regard. 

Therefore, the following article is proposed to amend the text of the law: ‘“‘a trademark is any sign that can be 
distinguish the goods or services of individuals. This sign can be visible or invisible. Distinction can also be inherent 
or acquired.” 


Keywords: acquired distinctiveness, secondary meaning, non-visual marks, invisible marks, non-conventional marks. 
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